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High court authorizes PTO director to review PTAB decisions

On June 21, the U.S. Supreme 
Court held in United States 
v. Arthrex, 2021 DJDAR 6086,  

that the administrative patent 
judges of the Patent Trial and 
Appeal Board, which decides in-
ter partes reviews, were acting 
in violation of the appointments 
clause of the U.S. Constitution. In 
a fractured 5-4 ruling, the court 
held that because the APJs made 
important patentability decisions 
that were not subject to review by 
the director of the U.S. Patent & 
Trademark Office, they were ex-
ercising authority consistent with 
their being “principal officers” 
under the appointments clause. 
Unlike “inferior officers” whose 
appointments the Constitution al-
lows to be made by the president 
or heads of departments, principal  
officers must be appointed by 
the president and confirmed by 
the Senate. Because the PTAB’s 
250 APJs did not go through this 
appointment and confirmation 
process, their appointments were 
unconstitutional. 

To remedy that violation, the 
Supreme Court did not dismantle 
the PTAB. It instead relied on the 
doctrine of severability, striking 
only the section of the American 
Invents Act statute that unconsti-
tutionally prevented the director 
from reviewing final PTAB deci-
sions. Under the appointments 
clause, this tailored remedy effect- 
ively makes APJs inferior officers  
whose decisions are reviewable  
by a principal officer appointed by 
the president. 

Arthrex involved a decision 
by the PTAB on the validity of a 
patent owned by Arthrex, Inc., a 
manufacturer of surgical devices. 
The PTAB found that patent inval-
id based on an inter partes review 
petition filed by a competitor.  
On appeal to the U.S. Court of  
Appeals for the Federal Circuit, 
Arthex argued that the PTAB’s 
inter partes review decisions 

were unconstitutional because 
they were not reviewable by 
anyone in the PTO. In a decision 
that was surprising at the time, 
the Federal Circuit agreed with 
Arthrex, holding that because 
APJs could only be removed from 
office by the director “for cause,” 
they were principal officers who 
did not go through the required 
nomination and confirmation pro-
cess. The Federal Circuit tried to  
remedy that Constitutional viola- 
tion by striking down the provision  
of the statute that prevented the 

PTO director from terminating 
APJs without cause. This was  
an unsatisfactory remedy to all 
participants to the appeal — and 
to the APJs, who were lured away 
from private practice through  
the promise of job security in the 
government. 

Chief Justice John Roberts 
wrote for a majority of the Arthrex 
court on the merits of the ap-
pointments clause issue. Roberts 
explained that the appointments 
clause, Art. II, § 2, cl. 2, reflects the 
belief of the Framers that the pres-
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The problem with the PTAB,  
Justice Roberts stated, is that its 

judges have no ‘superior’ when it comes 
to their most significant authority — 

deciding if patents worth  
billions of dollars are valid.  
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ident must be held accountable 
for the nomination of principal  
officers — those who exercise 
significant executive authority. 
For these important officers, the 
Framers also wanted Congress  
to share in that responsibility by 
providing their advice and consent  
during the confirmation process.  
The Framers recognized, how-
ever, that this process was too 
cumbersome for the myriad of-
ficers who would be needed to 
carry out the executive’s func-
tions. To allow the vast majority 
of executive officers to be quickly 
hired and fired, the appointments 
clause permits Congress to dis-
pense with the joint appointment 
process, but only for “inferior offi-
cers.” In a 1997 case involving the 
Coast Guard Court of Criminal 
Appeals, the Supreme Court held 
that inferior officers are those 
whose work is “directed and su-
pervised at some level by others 
who were appointed by presiden-
tial nomination with the advice 
and consent of the Senate.” This 
requirement preserves political 
accountability in the executive: 
The president is answerable for 
the decisions of all officers in  
the executive, even inferior ones 
who did not have to go through 
the presidential nomination and 
Senate confirmation. 

The problem with the PTAB, 
Justice Roberts stated, is that its 
judges have no “superior” when 
it comes to their most significant 
authority — deciding if patents 
worth billions of dollars are valid. 
The losing party in an inter par-
tes review can file an appeal to 
the Federal Circuit, but could not 
seek review within the PTO, even 
though the PTAB is part of the 

PTO. The PTAB’s decisions were 
the final word within the execu-
tive branch. Roberts argued that 
was true even though the PTO 
director could insert himself into 
a PTAB rehearing of a PTO panel 
decision and then stack the panel 
with APJs who agreed with his 
preferred outcome. Such “mach-
inations” to evade a statutory pro-
hibition on direct review by the 
director would blur the lines of 
responsibility for the ultimate de-
cision of the PTAB. The appoint-
ments clause, Roberts argued, 
required “a transparent decision 
for which a politically accountable 
officer must take responsibility.” 

Justice Roberts’ 5-4 majority 
merits opinion was joined by Jus-
tices Samuel Alito, Neil Gorsuch, 
Brett Kavanuagh and Amy Coney 
Barrett. But Justice Gorsuch dis-
sented from the remedial holding 
of Justice Roberts’ opinion. Gor-
such would not have enforced the 
AIA statute or the PTAB’s invalid-
ity judgment. He argued that the 
“traditional approach” of dealing 
with unconstitutional statutes is 
to not enforce them and that the 
majority’s use of the severability 
doctrine improperly tried to re-
write the statute by guessing what 
Congress would have done if the 
problematic language were sev-
ered. Such “legislative séances,”  
Gorsuch said, are particularly 
flawed when there is evidence 
that Congress would not have 
chosen the path adopted by the 
court. Here, Gorsuch pointed 
out, Congress had specifically 
rejected the standard federal ad-
ministrative approach of having 
department heads review their 
own agencies’ decisions precisely 
so that PTAB decisions could be 

perceived as “independent” from 
political influence. There was no 
reason to assume that Congress 
would have chosen to create a 
PTAB at all if it could not be inde-
pendent from political influence. 

Justices Clarence Thomas wrote  
the principal dissent, which re-
jected the majority’s formalistic 
attempt to categorize executive  
officers as “principal” and “inferior”  
— noting that the majority did not 
ultimately conclude if the APJs 
were either. He predicted that the 
majority’s approach would lead to 
challenges regarding whether de-
cisions by inferior officers were 
sufficiently reviewable by a supe-
rior. To press this point, Justice 
Thomas queried, “If faced with a  
life-threatening scenario, can an 
FBI agent use deadly force to sub-
due a suspect?” Justice Breyer also  
dissented, decrying the majority’s  
formalistic approach as treating 
the Constitution like “a detailed 
tax code.” He explained that “the 
Founders wrote a Constitution 
that they believed was flexible 
enough to respond to new needs” 
while also protecting certain basic  
principles. These principles did not  
include preventing Congress from  
giving inferior level adjudica-
tors some decisionmaking inde- 
pendence. Although Justice Breyer  
dissented from the majority’s mer- 
its opinion, he joined the portion 
of the majority opinion providing 
a tailored remedy of providing 
the director authority to review 
the PTAB’s final decisions. 

On June 29, the PTO published 
a very brief statement on its web-
site providing guidance on an “in-
terim Director review process.” 
That process may be initiated sua 
sponte by the director or through 

a request for rehearing by the  
director by a party to a PTAB pro-
ceeding. The PTO also published 
“Arthrex Q&As” to provide basic  
guidance, including that the re-
quest for rehearing should be 
filed within 30 days of the entry 
of a final written decision or a  
decision on rehearing by a PTAB  
panel. If a party requests a re-
hearing by the director but not 
the PTAB panel, it cannot sub-
sequently ask for a review by 
the panel. A timely Request for  
Rehearing by the director will 
reset the time for filing an appeal 
or a civil action following a PTAB 
decision. This may result in sig-
nificant delays in the resolution 
of an appeal of a PTAB decision 
— because a losing party may re-
quest a panel rehearing, followed 
by a director review, and, ultimately,  
review by the Federal Circuit. 
The Q&As explain that the inter-
im procedure may change based 
on input from the public and the 
director’s experience with con-
ducting director reviews. During 
implementation of the interim 
procedure, the PTO will not 
charge a fee for seeking director 
review, but the Q&As explain that 
this may change in the future. 
Indeed, the PTO is likely to even-
tually charge substantial fees for 
director reviews in order to hire 
the staff that will be required to 
process them. 

The Arthrex decision saves in-
ter partes reviews from a consti-
tutional infirmity. But it deprives 
the PTAB of the independence 
from political influence that it was 
supposed to have and complicates 
a process that was supposed to be 
an expeditious alternative to dis-
trict court litigation.  


