
On March 15, the U.S. Court 
of Appeals for the Federal 
Circuit agreed to reconsid-

er the standard of review of a trial 
court’s construction of patent claims, 
the portion of patents that defines 
their scope. In Lighting Ballast Con-
trol LLC v. Philips Electronics, Nos. 
2012-1014, -1015, the court granted a 
petition for an en banc hearing to re-
view its much-criticized 1998 Cybor 
Corp. v. FAS Technologies, 138 F.3d 
1448, decision, which held that claim 
construction decisions should be re-
viewed de novo, without giving any 
deference to the trial judge’s factual 
findings.

The Federal Circuit’s de novo re-
view standard has led to a 50 percent 
reversal rate of trial courts’ claim 
constructions. Aware of this high 
likelihood of reversal, parties in 
high-stakes patent litigation are typ-
ically reluctant to settle a case based 
on a trial court’s claim construction 
rulings. The outcome of a case can 
change if two of the three judges on 
a given appellate panel disagree with 
how the trial judge interpreted even 
one of the numerous terms typically 
disputed by the parties. District court 
judges and the majority of the judges 
on the Federal Circuit have long been 
dissatisfied with how the current de 
novo regime tends to prolong patent 
litigation. 

In one 2006 case brought by Am-
gen on its EPO drug patents, the 
Federal Circuit noted that it was re-
versing a trial court’s interpretation 
of the term “therapeutically effective 
amount,” despite the fact that trial 
court had twice before interpreted the 
claims, heard multiple days of claim 
construction testimony, and was as-
sisted by a court-appointed technical 
expert from MIT as well as a special 
master experienced in patent law to 
review the evidence. Though it com-
mended the trial court for its exten-

out of the hands of the jury based on 
a belief that expert credibility should 
rarely determine what the words in a 
patent mean.

Proponents of giving deference to 
the trial court’s findings argue that 
trial judges have to make judgments 
about which side’s presentation of the 
evidence makes most sense based on 
the knowledge of those skilled in the 
art. The Supreme Court itself recog-
nized in its Markman decision that 
claim construction is a “mongrel” 
practice involving both legal and fac-
tual issues. While it held that the 7th 
Amendment right to a jury trial did 
not require the jury to decide those 
factual issues, the court did recog-
nize that factual questions exist and 
should be “cede[d] to a judge in the 
normal course of trial, notwithstand-
ing its evidentiary underpinnings.” 

Trial judges can hear live testimo-
ny from experts and ask questions of 
their own to come to their findings 
regarding what the claims mean. Tri-
al judges can also spend more time 
becoming familiar with a particular 
patent. In cases involving compli-
cated technology, trial courts can ask 
the parties to provide technology tu-
torials to familiarize themselves with 
the background of the technology and 
the problems solved by the invention. 
Although the briefs presented to trial 
courts and the Federal Circuit may be 
based on the same cold documentary 
record, trial judges, having lived with 
the case for some time, are better 
positioned to test and poke holes in 
the parties’ respective positions. As 
triers of fact, trial judges often reach 
an “aha moment” when they find one 
side has stretched or distorted the true 
meaning of the claims to either prove 
or deny infringement. Requiring an 
appellate panel to interpret the claims 
de novo, based on a cold appellate 
record and 15 minutes of oral argu-
ment, undervalues the role trial judg-
es bring in evaluating the evidence 
they are presented.

sive and thorough findings on claim 
construction, the Federal Circuit ulti-
mately reversed them. The panel ma-
jority believed that when the patent 
required a “therapeutically effective 
amount” of the drug, it did not mean 
an amount that cured disease in a liv-
ing being. As is often the case in pat-
ent appeals, the panel’s view was not 

unanimous. The court’s chief judge 
dissented. Citing the 10-year history 
of the case, which would now be re-
manded for a third time, he asked in 
frustration, “When will it end?”

Patent lawyers who favor de novo 
review do not see the high reversal 
rate of district courts as a problem to 
be avoided. They believe it shows the 
need for robust review of decisions 
that are often made in error by trial 
judges who are often not experts in 
patent law. They also point out that 
claim construction is supposed to be 
based on the intrinsic patent docu-
ments — the patent and the record of 
how it was obtained from the Patent 
Office. Appellate judges are just as 
capable as trial courts to review that 
record and, because of their special 
expertise in patent law, they are more 
likely to correctly apply the rules of 
claim construction in their analysis. 
Although courts may also consid-
er extrinsic evidence to understand 
what the words in the patent would 
have meant to their intended audience 
— people working in the relevant 
technology — such evidence rarely 
requires making credibility determi-
nations. In fact, in its seminal 1995 
Markman v. Westview Instruments, 
Inc., 517 U.S. 370, decision, the Su-
preme Court took claim construction 
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Aware of this high likelihood 
of reversal, parties in high-

stakes patent litigation are typi-
cally reluctant to settle a case 
based on a trial court’s claim 

construction rulings.

If Lighting Ballast changes the 
standard of review, as is likely, it will 
significantly impact how patent cas-
es are litigated. Currently, aware that 
the Federal Circuit gives short shrift 
to expert testimony on appeal, many 
trial judges also give such testimony 
little weight in their analysis. Some 
judges do not even allow live testi-
mony to be presented on the meaning 
of the claims. But if a trial judge’s 
factual findings are accorded any sig-
nificant deference, judges will tend 
to focus more on expert testimony as 
well as on other extrinsic evidence 
showing how workers in a technolo-
gy area were actually using terms in a 
patent when the application was filed. 
In addition, a deferential standard of 
review on factual findings could fos-
ter regional differences in how claims 
are interpreted in the different dis-
trict courts. Although patent litigants 
already engage in a fair amount of 
forum shopping, the choice of where 
to file suit will be more critical if 
the trial judge’s claim construction 
is likely to be the final word on the 
matter. And to the extent that trial 
judges’ findings are more likely to 
be upheld on appeal, those findings, 
and any signals from the judges about 
how they are leaning in a case, will 
promote the parties to settle earlier 
in the case. Because any change in 
the standard of review could have 
far-reaching consequences in patent 
law, the Federal Circuit is not expect-
ed to make a decision on the issue for 
at least several months.
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